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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 119(aHd), which 
papers have been placed of record in the file. 

Oatti/Declaration 

2. The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1.67(a) identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 

The specification to which the oath or declaration is directed has not been 
adequately identified. See MPEP § 602. The declaration does not indicate that 
the declaration applies to the "attached" application or the serial number and date 
of filing of the application. 

Specification 

For purposes of the Office Action, claims 7, 15, and 28 are being treated as 
independent claims as supported by MPEP section 2173.05(f). 

3. The specification is objected to because it does not contain support for claims 7 
to 9. Specifically, the specification does not contain written support for a printing system 
comprising an image server connected to at least one wireless communication 
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apparatus as recited in claim 1, which itself recites a printing system and a mini- 
laboratory. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 21 to 23 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claims contain subject matter, 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor, at the time the application was filed, had 
possession of the claimed invention. There is no support within the originally filed 
application for a printing system that includes an image server and a wireless 
communication apparatus as recited in claim 15, which includes wireless 
communication equipment and temporary memory, wherein the wireless communication 
equipment is connected via a wired communication line to a printing system — ^therefore 
there appears to be a separate printing system within the claimed printing system. Nor 
is there support within the originally filed application for this printing system to include 
an inriage server connected to more than one wireless communication apparatus. 

6. Claims 7-9, 21-23, and 28 rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the enablement requirement. The claims contain subject matter 
which was not described in the specification in such a way as to enable one skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and/or use 
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the invention. There is insufficient description within the originally filed specification to 
enable one of ordinary skill in the art to make and/or use the invention recited in 
independent claims 7. 21 and 28, which in part recite a printing system within a printing 
system. The first printing system is within the recited language of incorporated claim 15 
under MPEP section 2173.05(f) and the second printing system is the claimed printing 
system, which incorporates the entire recited claim. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1-29 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

9. Claim 1 is indefinite because "image data" is used three times within the claim 
but it is unclear whether the "image data" is the same "image data" throughout the 
claim. In addition, if the "image data" is the same throughout the claim, then it is unclear 
how the data is being moved from one element of the wireless communication 
apparatus to the other as there is no recited connection between the elements. 
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10. Claim 1 is further indefinite because it is completely unclear what the relationship 
or significance is of the "wireless communication equipment" to the wireless 
communication apparatus. 

1 1 . Claim 2 is indefinite because it recites "image data," that has been sent from the 
wireless communication apparatus to the image server, but it does not indicate, which 
specific "image data" is being referred to. 

12. Claim 6 is indefinite because it also recites "image data," that is being sent, but 
does not indicate, which image data. 

13. Claim 7 is indefinite because the recited printing system incorporates indefinite 
claim 1 and further recites storing the image data, as in claim 2. 

14. Claim 7 is indefinite because it is unclear how the image server is connected to 
the wireless communication apparatus via the "wired communication line" when the 
"wired communication line" recited in claim 1 is not connected to the wireless 
communication apparatus. 

15. Claim 14 is indefinite because it is unclear what is meant by the limitation that the 
temporary storage means are upstream" from the "wired communication line." 

16. Claim 15 is indefinite because "image data" is used three times within the claim 
but it is unclear whether the "image data" is the same "image data" throughout the 
claim. In addition, if the "image data" is the same throughout the claim, then it is unclear 
how the data is being moved from one element of the wireless communication 
apparatus to the other as there is no recited connection between the elements. 
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17. Claim 16 is indefinite because it recites "image data," that has been sent from the 
wireless communication apparatus to the image server, but it does not indicate, which 
specific "image data" is being referred to. 

18. Claim 19 recites the limitation "the communication equipment" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

19. Claim 20 is indefinite because it also recites "image data," that is being sent, but 
does not indicate, which image data. 

20. Claim 21 is indefinite because the recited printing system incorporates indefinite 
claim 1 and further recites storing the image data, as in claim 16. 

21 . Claim 27 is indefinite because it is unclear what is meant by the limitation that the 
temporary storage means are upstream" from the "wired communication line." 

22. Claim 28 is indefinite because the recited printing system incorporates indefinite 
claim 1 and further recites storing the image data, as in claim 2. 

For purposes of the prior art rejections, the "Image data" is being interpreted to 
be the same image data throughout each of the claims. 

Claim Rejections • 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty In the English language. 



Application/Control Number: 10/648,367 Page 7 

Art Unit: 2617 

23. Claims 1-3, 6-8, 11-13. 15-17, 20-22, 24-25, and 27-29 are rejected under 35 
U.S.C. 102(e) as being anticipated by U.S. Patent Application Publication No. 
2004/0201709 to Mclntyre et al. 

Mclntyre discloses all the elements of independent claim 1, including a wireless 
communication apparatus comprising: 

wireless communication means (Figure 15, element 25) for carrying out data 
communication via a wireless communication network (element 50) with an imaging 
apparatus (element 23) having communication means (the antenna of element 23) for 
sending image data (paragraph 84) obtained by capturing means (Id.) to the wireless 
communication network (Id.) ; and 

temporary storage means for temporarily storing the image data sent from the 
imaging apparatus (paragraph 62, element 70), wherein 

wireless communication equipment (paragraph 84, the service provider 80) is 
connected via a wired communication line to a printing system for carrying out printing 
processing on the image data (paragraph 62, describes fulfillment provider 70 which 
gets the information from service provider 80 and prints the image data through printer 
78, which is wired). 

The Examiner notes that under MPEP section 2111.04, this wherein clause (of 
claim 1) is not being given significant patentably weight as it does not appear to limit the 
claim scope to a particular stmcture, as the "wireless communication equipment" does 
not relate in anyway to the elements of the claimed wireless communication apparatus, 
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which appears to comprise wireless communication means and temporary storage 
means. 

The rejection of independent claim 1 is hereby incorporated. Mclntyre discloses 
all the elements of independent claim 7, including a printing system comprising: 

an image server (element 80) connected to at least one wireless communication 
apparatus of claim 1 via the wired communication line (Figures 1 and 15 and paragraph 
62), for storing the image data sent from the wireless communication apparatus; and 

a mini-laboratory for generating printed matter based on the image data stored in 
the image server (paragraph 62, the fulfillment center includes different types of 
printers). 

The rejections of independent claims 1 and 7 are hereby incorporated. Mclntyre 
discloses all the element of independent claim 15, including a wireless communication 
apparatus comprising: 

wireless communication equipment (Figure 15, element 25) which carries out 
data communication via a wireless communication network (Figure 15, element 50) with 
an imaging apparatus (Figure 15, element 23) having a communication unit (the 
antenna of element 23) which sends image data (paragraph 84) obtained by an image 
capturing unit (paragraph 84) to the wireless communication network (element 50); and 

a temporary memory (element 70) which temporarily stores the image data sent 
from the imaging apparatus (paragraph 62, the image data is transferred through 
element 80), wherein 
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the wireless communication equipment (element 25) is connected via a wired 
communication line (inherent in view of Figures 1 and 15 and paragraph 62) to a 
printing system (element 78) for carrying out printing processing on the image data 
(paragraph 62). 

The rejections of claims 1 , 7, and 15 are hereby incorporated. Mclntyre 
discloses all the elements of independent claim 21, including a printing system 
comprising: 

an image server (element 80, see description in paragraphs 55 and 84) 
connected to a least one wireless communication apparatus of claim 15 via the wired 
communication line (see above, Figures 1 and 15 and paragraph 62), for storing the 
image data sent from the wireless communication apparatus; and 

a mini-laboratory for generating printed matter based on the image data stored in 
the image server (paragraph 62, the fulfillment center includes different types of 
printers). 

The rejections of claims 1, 7, 15, and 21 are hereby incorporated. Mclntyre 
discloses all the elements of independent claim 28, including a printing system, 
comprising: 

an image server means (element 80) connected to at least one wireless 
communication apparatus of claim 1 via the wired communication line (Figures 1 and 15 
and paragraph 62), for storing the image data sent from the wireless communication 
apparatus; and 
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a means for generating printed matter based on the image data stored in the 
image server means (paragraph 62, the fulfillment center includes different types of 
printers). 

Mclntyre disclose all the elements of dependent claims 2 and 16, including 
wherein the printing system comprises: 

an image server (element 80) connected to the wireless communication 
apparatus via the wired communication line (Figures 1 and 15 and paragraph 62), for 
storing the image data sent from the wireless communication apparatus; and 

a mini-laboratory (paragraph 62 and the fulfillment center includes different types 
of printers) element for generating printed matter based on the image data stored in the 
image server. 

Mclntyre also discloses all the elements of dependent claims 3, 8, 17, and 22 
including wherein the printing system is installed in a DPE store. See, paragraph 82, 
which recognizes that the printing could be done in a retail store. 

Mclntyre also discloses all the elements of dependent claims 6 and 20, including 
wherein the imaging apparatus sends order information representing the content of a 
printing order regarding the image data, together with the image data. See, Figure 16 
and paragraph 84. 

Mclntyre also discloses all the elements of dependent claims 1 1 and 24, 
including wherein the communication network enables communication with the imaging 
apparatus using a roaming function. This is inherent in view of Figure 15 and the 
corresponding description. 
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Mclntyre also discloses all the elements of dependent claims 12 and 25, 
including said imaging apparatus including a device for selecting a printing format for 
the image data prior to output to the wireless communication network. See, Figure 16 
and paragraph 84, specifically the operating push buttons. 

Mclntyre also discloses all the elements of dependent claims 13 and 26, 
including wherein the wireless communication equipment connects to the temporary 
storage means. See, Figures 1 and 15 and the corresponding descriptions, where the 
service provider 80 is connected to fulfillment center 70 and service provider 80 
communicates through wireless network 50 and equipment 25. 

Claim Rejections - 35 USC § 103 

24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made.- 

25. Claims 5, 14, 19, and 26 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mclntyre. 

Mclntyre also discloses all the elements of dependent claims 5 and 19, except 
wherein the communication means/equipment of the imaging apparatus is installed in a 
communication chip. However, the Examiner takes Official Notice that it is well known 
in the art to use microchips of various forms to control communication functions, one 
example is the proliferation of SIMs. Therefore, one of ordinary skill in the art would 
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have known and understood that the imaging apparatus of Mclntyre would use a 
communication chip to control its wireless communication with a wireless network. 

Mclntyre also discloses all the elements of dependent claims 14 and 27, except 
wherein the temporary storage means are upstream from the wired communication line. 
While this limitation is not definite, the Examiner Is interpreting it to be a design choice 
and thus it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have arranged the temporary storage means, the wireless 
communication equipment, and the wired communication line in such a manner as to 
meet the system requirements. 

26. Claims 4, 9, 18, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mclntyre in view of Admitted Prior Art. 

Mclntyre teaches all the elements of dependent claims 4, 9, 18, and 23, except 
wherein the wired communication line is an ADSL. However, Applicant admits that 
ADSL wired communication lines are well known. See, page 3, line 4 of the originally 
filed application. Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to use an ADSL wired communication line as the 
wired line in Mclntyre because they have high speed. 

Response to Arguments 

27. Applicant's arguments with respect to claims 1-9 and 11 -29 have been 
considered but are moot In view of the new ground(s) of rejection. 
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28. The previous claim objections and 35 U.S.C. 112 second paragraph rejections 
are withdrawn. However it is noted that new rejections have now been presented. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The Examiner draws the Applicant's attention to the 
Fedex/Kinko's web site, http://www.fedex.com/us/officeprint/main/?link=4 , which 
includes information related to the Fedex/Kinko's stores. Specifically, the Examiner 
strongly suggests that the claims as currently presented appear to be anticipated or 
alternatively obvious in view of this web site, for example, the site describes WiFi 
services and the ability to download and print pictures at their stores via wireless 
networks. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julie E. Stein, Esq. whose telephone number is (571) 
272-7897. The examiner can normally be reached on IVI-F (8:30 am-5:00 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on (571) 272-7495. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




GEORGE ENG ' 
SUPERVISORY PATENT EXAMINER 




